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of References Cited that includes U.S. Patent No. 



Applicants also note ft* the Supplemental Information Disclosure Statement and cited 
artfnedApril ,5, 2002, has no. been acknowledged. Enc.osed herewith are copies of the 
Information Disclosure Statement, PTO-. 449 Form and stamped return postcard 
acknowledgement. Applicants hereby respectMly rcoues, that the Examiner clarify the record 
by acknowledging receipt of the Information Disclosure Statement filed April 15, 2002, and that 
the Examiner provide an appropriately initialed copy of the PTO-1449 form indicating 
consideration of the cited prior art. 



»nder 35 U.S.C. Q Q^ for obviousne ss predicated 

nf Shinohara et al.. U.S. 



nniir^i-^ andSarerei 
ME0J y O 000^00766A^ 
P^pntNn. 6.007 ,fHfl On—*"-*"- Shinohara) 

In the third enumerated paragraph of the Office Action, the Examiner asserted Sumitomo 
discloses the compound expressed in the general formula, HO-((EO) x -(PO) y)z -H, except for the 
claimed values of the integers x, y, and , The Examiner then concluded that one having 



ordinary skill in the art would have 



been motivated to modify the cleaning liquid of Sumitomo m 



view of Shinohara "for the purpose of improving** detergency of the surface, on the treated 
surface by combining oxyethylene and oxypropylene" Thisrejecuonisrespectfullyuave.ed. 

Applications note that the publication date of the Sumitomo reference is July 18, 2000. 
The filing of a foreign priority application under 35 U.S.C. § 1 19 is a constructive reduction, o 
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7 1 6F.2d.542,2 1 9USPQ189(Fed.C i ,1983).Tl>us,fl 1 el J .S.applicationmayusethef,Ungda,e 
ofteforeignapplica.ionasU.edateof.heinvention.oes.abiishprionV.o antedate a prior ar, 
reference. In reGosteli, 872F.2d 1008, 10USPQ2dl614(Fed. Cir. 1989). As acknowledged in 
thefirstpageoftheOffice Action, Applicantssubmittedaclaimofpriontytoaforeignapplication 
wi.hafflingdateofOctober6.1999. As the publication date of Sumitomo isIulylS, 2000, 
AppHcan.shaveante^.edmeappliedpriorar.ofSunutomo.Acertif.edEngUsh-lattguage 

translation of the priority document is enclosed. 

By an,edanng.he appliedprior anof Sunu^^ 
Exammer'srejectionhasbeentravers^^ 

of me rejectionof claims 1-3 and 8 under 35 U.S.C. § 103 for obviousnesspredieatedupon 

Sumitomo in view of Shinohara. 



r , - ir - -| -^ ™ r " m fnr "i"*"""™ ■ >rfdicatea " p<m - 

- - » » «i ^ ** " S Nakailma t^M^ 

5, 715.173 (h fr» { " aft « r Nakaiima) 

,„ the fourth enumerated paragraph of the Office Action, the Examiner asserted Sumitomo 
md Shinohara substantia.* disclose the claimed cleaning agent except for failing to specify the 
process parameters recited in claims 4-7. The Examiner then concluded that one having ordinary 
skill in the art would have been motivated to modify the cleaning liquid of Sumitomo and 
Shinohara in view of Shinohara "for the purpose of controlling the solution used in treating a 
substrate." This rejection is respectfully traversed. 
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As previously discussed, the applied prior art of Sumitomo has been antedated. Thus, 
Applicants respectfully submit that the Examiner's rejection has been traversed. Therefore, 
Applicants respectfully solicit the withdrawal of the rejection of claims 1 -3 and 8 under 35 U.S.C. § 
103 for obviousness predicated upon Sumitomo in view of Shinohara. 

Applicants have made every effort to present claims which distinguish over the prior art, 
and it is believed that all claims are in condition for allowance. However, Applicants invite the 
Examiner to call the undersigned if it is believed that a telephonic interview would expedite the 
prosecution of the application to an allowance. Accordingly, and in view of the foregoing 
remarks, Applicants hereby respectfully request reconsideration and prompt allowance of the 
pending claims. 



To the extent necessary, a petition for an extension of time under 37 C.F.R. § 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 50041 7, and please credit any excess fees to 
such deposit account. 

Respectfully submitted, 
MCDERMOTT, WM, k EMERY 



600 13 th Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 SDPxac 
Date: September 6, 2002 
Facsimile: (202) 756-8087 




Scott D. Paul 
Registration No. 42,984 



